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REMARKS 

Applicant sincerely appreciates the thorough examination of the present application as 
evidenced by the Final Official Action of February 12, 2002, Applicant further appreciates 
the indication of allowance of Claims 1-28 and that Claims 29-44 are not anticipated or 
rendered obvious by the art of record. The rejected independent Claims 29, 33 and 43 have 
been amended above to incorporate the recitations from the original patent prosecution added 
to Claims I and 24 by the January 12, 1994 (dated January 10 S 1994) amendment. Applicant 
requests that the Examiner consider the rejected claims once more in light of the amendments 
above and the arguments below. 

Legal Standards for the Recapture Doctrine 

Various limitations have been applied by the courts on the type of errors that qualify 
as "error'* under Section 251. In general "error" is liberally interpreted and may include an 
"attorney's failure to appreciate the fiill scope of the invention." In re Mentor Corp. v. 
Coloplast, Inc. , 998 F.2d 992, 995 (Fed. Cir. 1 993)(quoting In re Wilder, 736 F.2d 1516, 
1519 (Fed. Cir. 1984)), However, the recapture rule "prevents a patentee from regaining 
through reissue the subject matter that he surrendered in an effort to obtain allowance of the 
original claims." Pannu v. Storz Instruments, Inc., 258 F.3d 1366, 1370-71 (Fed. Cir. 
2001)(quoting/nre Clement, 131 F.3d 1464, 1468 (Fed. Cir. 1997)). 

The process for application of the recapture rule was more fully described in Pannu: 

Reissued claims that are broader than the original patent's claims in a 
manner directly pertinent to the subject matter surrendered during prosecution 
are impermissible. Application of the recapture rule is a three-step process. 
The first step is to "determine whether and in what 'aspect' the reissue claims 
are broader than the patent claims." "The second step is to determine whether 
the broader aspects of the reissued claim related to the surrendered subject 
matter." Finally, the court must determine whether the reissued claims were 
materially narrowed in other respects to avoid the recapture rule. 

Pannu, 258 F.3d at 1371 (citations omitted). 

With respect to the third step in the recapture analysis, the Court in Mentor stated that 
the added limitations relied on as narrowing the claim must narrow the claim in a "material 
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respect compared with their broadening." Mentor ; 998 F.2d at 996 (emphasis added); see 
also, Clement, 131 F.3d at 1471 (finding recapture applied for claim "broader than it is 
narrower in a manner directly pertinent to the subject matter that Clement surrendered 
throughout the prosecution.")(emphasis added). 

The third step was further analyzed in Hester Industries v. Stein, Inc., 142 F.3d 1472 
(Fed. Cir. 1998), The court in Hester stated that the recapture rule may be overcome "when 
the reissue claims are materially narrower in ntWnvftrinnkftH agp^t* 0 f the invention. The 
purpose of this exception to the recapture rule is to allow the patentee to obtain through 
reissue a scope of protection to which he is rightfully entitled for such nvftrlnnkcH agpprtg w 
Hester, 142 F,3d at 1482-83 (emphasis added). 

Another recapture case, Ball Corp. v. United States, 729 F.2d 1429 (Fed. Cir. 1984), 
preceded the development of the three step test described above. Nonetheless, the court in 
Ball stated that, when determining whether the applicant had made a deliberate decision that 
cancelled claims were unpatentable required a focus f, on the scope of the claims, not on the 
individual feature or element purportedly given up during prosecution of the original 
application." Ball, 729 F.2d at 1437. 

Independent Claims 29, 33 and 43 Are Not Subject to the Recapture Doctrine 

In order to expedite reissuance of this application, Applicant has amended Claims 29, 
33 and 43 above to incorporate recitations added in the January 12, 1994 amendment. 
Accordingly, the recapture rejection under 35 U.S.C. § 251 is obviated. Applicant requests 
allowance of Claims 29, 33 and 43. 

Independent Claims 3Q, 31, 34, 35 and 44 Are Not Subject to the Recapture Doctrine 

Claim 30 is directed to a method "for paging a mobile station in a code division 
multiple access communications system." The method comprises: 

assigning said mobile station to a subgroup of data blocks to be 
transmitted on a calling channel; 

encoding said subgroup of data blocks using a spread spectrum code 
assigned to said calling channel; and 

transmitting a paging message to said mobile station in only said 
subgroup. 
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During prosecution of the '470 and 335 applications, which led to the issuance of the 
patent under examination in this reissue proceeding, all of the claims presented were directed 
to methods or systems "for transmitting control information and user traffic signals from a 
first base station to a plurality of mobile stations in a code division multiple access 
communication system," (Claim 1 of '183 patent (as originally filed a method for " 
transmitting control and user traffic data from a first base station to a plurality of mobile 
stations in a code division multiple access communication system")). Thus, at no point 
during prosecution of the '1 83 patent were claims presented directed to methods "for paging a 
mobile station in a code division multiple access communications system" as recited in Claim 
30 or the corresponding systems of Claims 34 and 44, 

The claims prosecuted in the r l 83 patent also do not recite "assigning said mobile 
station to a subgroup of data blocks to be transmitted on a calling channel/' "encoding said 
subgroup of data blocks," and "transmitting a paging message ... in only said subgroup" as 
recited in Claim 30. Instead of broadening the original claims of the T l 83 patent, Claims 30, 
31, 34, 35 and 44 (and the claims depending therefrom) are directed to an overlooked aspect 
of the present invention and should not be subjected to rejection under the recapture doctrine. 

As noted in the Dent Reissue Declaration at p. 3, Claim 12 of the '1 83 patent does 
relate to pending Claim 30 in that it recites "control information carries information for a 
specific group of mobile stations only at predetermined times." However, these recitations of 
Claim 12 were not added during prosecution of the '1 83 patent nor were they identified in the 
•183 patent application proceedings as the reason for patentability of the '183 patent. In 
addition, while the recitations of Claim 12 relate to the invention now claimed in Claims 30, 
3 1, 34, 35 and 44, these claims are clearly a distinct and overlooked inventive aspect of the 
present invention when considered in light of the totality of the recitations of Claim 12 of the 
f 183 patent (including Claim 1 on which it depends) as contrasted with the totality of the 
recitations of Claim 30. The same analysis applies to the corresponding system Claims 31, 
34, 35 and 44. Accordingly, the recapture based rejections of these claims and the claims thai 
depend therefrom should be withdrawn. 
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The Newly Added Claims Are in Form for Allowance 

As noted above, the newly added claims are provided to separately recite the present 
invention with reference to a base station, a mobile station and a system including both a base 
station and a mobile station. Accordingly, these claims are in form for allowance for the 
same reasons the previously pending claims are allowable. 

CONCTJICTON 

Applicant respectfully submits that, for the reasons discussed above and in Applicants 
previous responses, the claims as amended satisfy the requirements of 35 U.S.C. § 251. This 
Amendment should be entered as it is being filed with an RCE to provide for entry as of right 
Accordingly, Applicant respectfully requests entry of this Amendment and allowance of all 
the pending claims and passing this application to reissue. 



Respectfully submitted, 

Robert W. Glatz \L/ 
Registration No. 36,81 1 

Customer Number: 
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PATENT TRADEMARK Q7FXCB 
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VF.BSTON WITH MARKINGS TO SHOW rHATVCTJt MAM 



Tn The Clainj fi; 

Please replace Claims 29, 33 and 43 with the following. 

29. (Twice Amended) A method for transmitting control information and user 
traffic signals from a first base station to a plurality of mobile stations in a code division 
multiple access communication system comprising the steps of: 

coding control information using a spread spectrum code unique to control 
information to form a calling channel signal, wherein a duration of each of a succession of 
data blocks in the calling channel signal is equal to a duration of a speech coder's analysis 
period and wherein said control information carries information for a specified group of 
mobile stations only at predetermined times; 

coding each user traffic signal using a spread spectrum code unique to each traffic 

signal; 

adding said calling channel signal and said coded traffic signal to obtain a composite 

signal; 

modulating said composite signal on a radio frequency carrier to form a radio 
frequency signal; 

transmitting said radio frequency signal to said plurality of said mobile stations; 
receiving said radio frequency signal at at least one of said mobile stations; 
decoding said received signal in a said mobile station to extract said control 

information nnH tn determine, a phaoP> nf tne railing channel signal; and 

decoding said radio frequency signal in said mobile station u-qing said phase of the 
calling channel to extract traffic information intended for said mobile station. 



33. (Twice Amended) A code division multiple access communication system for 
transmitting control information and user traffic signals from a first base station to a plurality 
of mobile stations comprising: 



means for coding control information using a spread spectrum code unique to control 
information to form a calling channel signal, wherein a duration of each of a succession of 



data blocks in the calling channel signal is equal to a duration of a speech coder's analysis 
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period and wherein said control information means carries information for a specified group 
of mobile stations only at predetermined times; 

means for coding each user traffic signal using a spread spectrum code unique to each 
traffic signal; 

means for adding said calling channel signal and said coded traffic signal to obtain a 
composite signal; 

means for modulating said composite signal on a radio frequency carrier to form a 
radio frequency signal; 

means for transmitting said radio frequency signal to said plurality of said mobile 
stations; 

means for receiving said radio frequency signal at at least one of said mobile stations; 

means for decoding said received signal in said mobile station to extract said control 
information and to rirtptminr a nha sp o f t h e , ca llin g r^^i ^^..i . ^ 

means for decoding said radio frequency signal in said mobile station n^r. g «»m r u* c ~ 
nf thfi calling rhmrnrl to extract traffic information intended for said mobile station. 



43 . (Amended) A code division multiple access communication system for 
transmitting control information and user traffic signals from a first base station to a plurality 
of mobile stations comprising: 

a calling channel modulation generator coding control information using a spread 
spectrum code unique to control information to form a calling channel signal, wherein a 
duration of each of a succession of data blocks in the calling channel signal is equal to a 
duration of a speech coder's analysis period and wherein the control information carries 
information for a specified group of mobile stations only at predetermined times; 

a traffic channel modulation generator coding each user traffic signal using a spread 
spectrum code unique to each traffic signal; 

a summing network adding the calling channel signal and the coded traffic signals to 
provide a composite signal; 

a mixer modulating the composite signal on a radio frequency carrier to form a radio 
frequency signal; 
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a transmit power amplifier transmitting the radio frequency signal via an antenna to 
the plurality of mobile stations; 

a radio receiver receiving the radio frequency signal at at least one of the mobile 
stations; and 

a correlator decoding the received signal in the at least one mobile station to extract at . \ 

pr^ least one of control information and traffic information intended for the at least one mobile 
statio n , whfirrtn the control information is hspH tn nWrrmW n r », , B< > nf <h* ™iHn g ni».m.«i 

y aig naLan d thft phnsn of Air nulling eh""""' i* i>c*n ♦» th» *^jf\ r jnfnrm*K™ 

- ^ 




45 - CNfSV/) A mfflriOd for transmitting rantml infor m ation anH user traffic- signal c 

frnm a first hasf i station to ft plurality nf mnh;i» cations in a H iv^on m»i^ r ^ 
communication system rnmprici ng the stt»pg of- 

ending control informa tion nsinp a spread sp arrm™ <w|p. unique to qatft™\ 
information to form a nailing ch annel signa l. w h w Hn a duration nf^oK<f q c^dnn of 

d a t a hlOCks in the CftM W Channel signal is equal tr> a Airari nn nfra^pepch r.oriWs analyst 
nm'ofi flnd wherein said Cnntml infnrmntinn r^o-if^ in fo rmation for a spwifTeH grnnp of 

mobile sta tions only at prftrtttf rminpfl tim*. g - 

coding each user traffic signal using ^spread gp^tmm ,-nH P union* to earh traffir 

signal; 



O adding said calling chan ^ersipnal and said ratted traffic signal to obtain a cnmposile 
signal- 

modulating Said^mrtOftite signal on a radio frttquP^ ry nnnw fnrm a raHm 
freqiiftnry signal;^ 

tranSnflttlTlrT said radio frftqilftnfty signal to **\A pl u rality nf mnKil^ station 

46. (New) A method for reaving control in formation and traffic gignak 
from a first hftftfT Station at ft mobile station in a node division multiple arr^sc communication 

systfim comprising the .stfrp.s of 

receiving a radio freqnr;nr,y signal at said mornlft station J thg r adio fW*qiiRncy signal 
including control information coded using a spread spectrum rru te nniqnp to mntmi 
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i nftirmatinn to form a railing r.hannH sitmal. whfrein a dursti™, nf »<„ > h nf « g ..^A, c ; n n ft f 

data hlnrks in the CflllinfT channel gignal ie ^qiiit tr> a A,™^ p f ,, Bp^ h, C f„Wq analyci., 

nmrind whprflin said rtrmtml inft>mifltir>n ^nri/> s information for a gp^f^ g,. nil p n f ^ ffop- 
stations nnly at nmdctrrminftd rimes and wherein th^ n Mr. f^ r ^„ ry fiTItn<M . ir ,^i>.^»o «, 
user traffic, fiiflnat mdf-d iisin? a .spread spftrrnim rnH- imiq.^ traffic * a ;A 

nailing rhannftl sipnal and said rnderi fnffir stpnal hein P mmh,n ^ tr> prrwiH* a mmpncit. 

signal; 

dfiCndinP Said n-reivftd siflnaT in a cairf ™»kn a c « a ti„r, t» «> v trart ca ,H *» n ntrnl 
infnrmfltinn and in dgtprminp a phacA rtf th/. f iling rhannal signal- ar»H 

deCOriinp Said rfif^lVPld signal in said mrth.il.> etafinn using < a id pnaso. rtf thg raMing 
Chflnnd tn ftXtrant traffic infhrmatinn intend for astiti mnhilt» statirm 

47- £Ne\V> A COdfl division multiple flriwcc ^mmnnjpat^n gy^f^m fnr trangrni trine 



V^)L control information and user traffic signal* from a fW gtatinn t^ * plurality ^mn^l 

<j 



station's rompriging' 




m a a n . S for COdmp control information using a cjr^d sper.rmm <^ n de mjiqne tn rnnfrnl 
information to form a fiallinp cha nnel signal wherein a du ration nf **ch <*fa gii^gcinn r,f 
d a ta blocks in the calling channel siynaT is pqnal ™ a dura t ion of a of^v, rnrl^c an alysis 
period and whftrein said control information m^n. ™rri>g infV^atir v i fnr a cp^ifTed group 

of tnohile .stations only a t pr^etemiined timfts; 

means for coding each user traffic sigyM^ing a spread gpp r rtriTm iiniqiiP. to ga^.h 
traffic cignaj; 

me a ns for adding said caljtrlf channel signal and g ^ id ended traffic signal to nhtain ja 
composite signal; 

means for modulating said composite 5signaT nn a mdin frequ^n^y r ^ rHfir farm a 
radio freqiiencygifoi!; frnH 

meapsTor transmitting said radio frequency signal to said plurality mnhil** ^Hnnc 

48. fNevA A SVStftm for receiving rontrof informatinn and n gftr trafflr cignnl*; frnm 
3 first hase Station at a mobile station in a rr^o di v igtAn multiple artr^gg ^ritri mi miration 
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system comprising- 

means for raraiving a radio frequency signal at said mobile statin g the radio 
freniiencv SIPT i ftl including control information coded using a spread spectru m code unique to 
Control information to form a railing channel signal, wherein a duration of each of a 
. succession of data hlocks in the calling channel signal is equal to a duration nfa speech 
coder's analysis period, wherein said mntml information carries information for a specify 
gmun of mobile stations only at predetRrmined times and wher e in the radio frequency cigng] 
further includes a user traffic signal coded using a spread spect r um code nniqnp tr> eaoh traffj c 
Signal said calling channel signal and said coded t raffic signal being comhined to provide a 

composite .signal; 

me a ns for deco ding said received signal in a said mobile station to evtrart said control 
information and tn drtRrmine a phase of the calling channel signal- an d 

means for decoding said received signal in sa id mobile station n«:ina ggid phage of rhe 
calling channel to extract traffic information intended for gai d mnhile station . ^ 



\^ 49. £Nev/l A code division multiple across communication system for transmitting 

Control information and user traffic signals from a first ba se station to a phiTality of maKile 

stations comprising: 

a calling channel modulation generator that i s configured to^rfeconrrol information 
lifting a spread spectrum code unique to control infoi^atiory^vform a raili ng channe) signal^ 
wherein a. duration of each of a succession nf data hlrylf^m the calling channel signal is equal 
to a duration of a speech coder's analyse pario/] *M wherein the control information carries 
information for a specified group of mobjU^starions only at predetermined times; 

a traffic channel modulation^eerieTatQLJhflt is configured to code each user traffic 
signal using a spread sj^minrytt^ne unique to each traffic signal; 

a summing networlf/mat is configured to add the calling channel signal and the codf»H 
traffic signals to provid/<a composite signal- 

a mivRTthaJ/fs configured to modulate the composite signal on a radio frequency 
carrier to form aradin frequency signal; and 

a tramfrnit jpwst amplifier that is configured to transmit the radio frequency signal via 
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an an] 



information and user traffic, signals from a first base station c^mpHsing- 

a radio receiver receiving a radio frequency s ignal nt the mohile statio^ the radio 
frfimiPinoV Signal including control information coded nsmg a spre a d spectrum code unique to 
control information to form a calling channel signal J wherein a H^tinn nfp^ti of a 
Succession of data Mocks in the calling channel signal is equal to a d u ration of a speech 
roller's analysis perio d, wher e in the control information car ri e s information for a specified 
Proiip Of mohile Stations Only at pT^etermined ti m es and wtiftr^n the radio frequency signal 
f u rther includes a user traffic signal coded using a spread spectrum cod e unique to each traffic 
Signal said calling channel signal and said roded traffir sign a l being combined to provide a 
composite signal- and 



a-COrrelator that is Configured to decode the received signal to evtra^t at least one of 
Control information and traffic information intended for the mo hile station J wherein the 
control information is used to determine a phase of" the railing channel si g nal and the phase of 
the calling channel signal is used to evtract the traffic information 

51. fNewl A method for receiving a paging message at a rode divisio n multiple 
access mohiTe station, comprising- 

determining a subgroup of data blocks associated with the mohile station l the 
subgroup of data blocks to he received on a palling channel; 

receiving a paging message at said mobile station in said determined subgroup of data 
blocks and not in other subgroups of data blocks; and 

decoding said subgroup of data blocks using a spread spectrum code assi gned to said 

calling channel 

52. (Mew) A code division multiple access mobile stat ion comprising- 

means for determining a subgroup of data blocks associated wi th the mobi le station, 
the subgroup of data bloclrs to be received on a calling channel; 




50. 



flMew) A code division 



multiple access mobile station^ f bat receives control 
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means fnr remvinp a paring messape at said mnhiu in caid ^tprmj^ 

subgroup of datfl hlorks and not in other snhgrrmp q n f data Kwir P; ^ 

means for decoding said subgroup nf d a t* Kwy fi „on E Q ^tr,™ 

assigned tn said callin g rhanngl 



53 - INewl A COde division multiple a^ r ess mnhile gtatirm ^mpriflmg. 

A COnfTOl prOCeSSOr thai IS COnft ^trpd tO determ i ne at said mnbilft gtatirm a gnhgronp nf 

data blocks associatrd with the mobile station the subgroup n f H fl t a hiiv~irc to he ^^h ^ 

a_ca11ing nhannpl signal; 

a railing channel d emodulator that that is configured tn Hp^oHa filing informatio n 
u s ing a spread specftmm code assigned f or nse with railing i n f o rmation to dpmoHiiW tbo 
calling channel sigpal, 

wherein a duration of data bloc ks in the, calling chan nel signal is enn ft i to * duration of 
a Speech coder's analyse p^i^ j fl n d 

wherein paRinfl messages int ended for the mobi l e s tation are winded only in *ht* 
determined subgroup of the railing channel cignal ascoriated with tbe mobile station 

54. fMew) Thfi mutbod of Plaim 10 fnrtber mmpriemg- 

determining at said mobile station a subgroup of H at* bWlr 0 associated with fh ft 

mobile Station, the snhpronp of data blorIr<» to be rei v ed on a r^aHing channel- 

receiving a paging message at said mobile Qtatinn in said determined gnbgronp of data 

blocks and not in other snbgronpg r>f data hWlrg- and 

decoding said Sl i hgroup of data blocks at said mobile station us i ng a spread gpgrtrum 
code assigned to sai d catling charms! 




55. fNew^ The system of Plaim Id rnrther comprising- 

means for determining at *aid mohile station a subgroup of data blncW aggonint^d 
With the moNlft Station the SlihgTOlip of data blocks to he received on a f iling channel; 

means for receiving a paging m^gflge M * a \A mobile gtalion in cai H determined 
SUhgrniip of data Mocks and not tn other onhgronpfi of data blocks- anH 
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means for rifflwHnr sflir l snhmnim of data hlnrfcc at «iH n.AM i , «t a ti,™ ..«n C ^ 
Sftfirtnim mrip a^ipned to on ^ c alling t»hnrmel 

56. fNew) The system of r^iyp Ad fi.rtW 

mmprising: 

a control nrorrssnr in at teast onft of th* gnhpmnp nfm^i. ^ atinn th»» ; B ^nfirnirrri 
to dftterminft aT said at fcnst nns nf the W ih r ni, p nf^ip ^t,-^. ^„ ^ „f,w a 
Monks associated with the at lrast rme nf the mnhiie ^.t^, th fl <nfr r n i T „f H a t, w^ y, m 

hft fPCeivpH nn a calling ehaT,n»| signal; 



a calling channel demodulator in thr at least one nf the snhgrn.ip »fmnK;i. ^;» we 



th a t is fifmfipnrfiri tn drende calling infnTrriatir>n using a spr ead cpe^tnim r-nHe a^;^ f n ^ 

HSfi With Calling information to demodulate the railing channel gignal 

wherein a duration nf data Nocks in the catlinp channel «ign a i is eqnal to » dn,**;™ 0 f 

a speech rrtfWg a nalysis perioH wnH 

wherein raping messages intended for the m Wat rtT .e of the gnhmrmp n f .n o hiy 
stations am included nnlv in the dfitRrmined siihpmnp of the fili n g ^h a «»ei g ; gn «i a ^no, fl teH 

with thfi at least nne nf the gnhgr p up of mnKite station 




— END— 
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